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DETAILED ACTION 

Election/Restrictions 

1. Claims 1, 22-28, 36-38 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a rionelected species, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement in the reply filed on 
October 16, 2007. 

Applicant's election with traverse of species II in the reply filed on October 16, 2007 is 
acknowledged. The traversal is on the ground(s) that the application contains claims directed to 
the following patentably distinct species of the claimed invention. This is not found persuasive 
because the Applicant submitted new claims which would require further search. 

Applicant's Arguments 

I. The action under reply is the third action in this case and therefore is not permitted under 
37 CFR LI 46, 

II. The examiners requirement for election of species does not identify any embodiment of 
the invention as described in the detailed description starting on page 12 of the specification and 
is therefore improper. 

III. ".../Y is logically erroneous to say that a computer readable medium encoded with 
software that does not support the feature of the wireless information apparatus being able to 
output images to a printing device without need to install an output driver specific to that 
printing device is patentably distinct from a computer readable medium encoded with software 
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that does not support the feature of the wireless information apparatus being able to output 
images to a display device without need to install an output driver specific to that display device 
because a claim drawn to either of these species, as defined by the examiner, would be rejected 
as being indefinite on the ground that it does not define the subject matter that the applicant 
regards as his invention. " 

Examiner's Response 

L The action under reply is the third action in this case and is permitted under MPEP 811. 
[R-3] ''Time for Making Requirement'', 37 CFR 1.142 (a), second sentence, **>indicates that a 
restriction requirement "will normally< be made before any action upon the merits; it may be 
made at any time before final action**." This means the examiner should make a proper 
requirement as early as possible in the prosecution, in the first action if possible, otherwise, as 
soon as the need for a proper requirement develops. 

Before making a restriction requirement after the first action on the merits, the examiner 
will consider whether there will be a serious burden if the restriction is not required. Thus, 
Examiner's restriction requirements are proper. 

II. The examiners requirement for election of species does identify embodiments of the 
invention as described in the detailed description starting on page 12 of the specification and is 
therefore proper. See Examiner's "Election/Restrictions*' page 2, line item 1 which includes 
paragraphs I- VI. 

III. Applicant's claims are directed to distinct species of the claimed invention. A computer 
readable medium encoded with software that does not support the feature of the wireless 
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information apparatus being able to output images to a printing device without need to install an 
output driver specific to that printing device is patentably distinct from a computer readable 
medium encoded with software that does not support the feature of the wireless information 
apparatus being able to output images to a display device without need to install an output driver 
specific to that display device because a claim drawn to either of these species is indefinite on 
the grounds that it does not define the subject matter that the applicant regards as his invention. 
Thus, it is possible to say whether the species are patentably distinct. 

Claim Rejections ■ 35 USC S 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 29-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over Silverbrook 
et al. (US 6,813,039 Bl hereinafter, Silverbrook '039) in combination with Mclntyre (US 
6,958,821 hereinafter, Mclntyre *821). 

Regarding claim 29; Silverbrook '039 discloses a method of transferring digital data 
from an information apparatus with access to content to a wireless output device by short range 
wireless communication, wherein the information apparatus includes at least one wireless 
communication unit, the method comprising: opening a wireless communication channel {''The 
pen is wireless and communicates with the netpage printer via a short-range radio link. Tags are 
sufficiently small and densely arranged that the pen can reliably image at least one tag even on a 
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single click on the page. It is important that the pen recognize the page ID and position on every 
interaction with the page, since the interaction is stateless, " column 8, lines 56-62); searching 
wirelessly for a wireless device that is available for wireless connection ('T/ie pen is wireless 
and communicates with the netpage printer via a short-range radio link. Tags are sufficiently 
small and densely arranged that the pen can reliably image at least one tag even on a single 
click on the page. It is important that the pen recognize the page ID and position on every 
interaction with the page, since the interaction is stateless, column 8, lines 56-62); receiving 
over the wireless communication channel an attribute corresponding to each wireless device 
found in the search, the attribute being at least one of a name, a device type, a device address 
number, a security code, and an output device profile ( "The pen is wireless and communicates 
with the netpage printer via a short-range radio link. Tags are sufficiently small and densely 
arranged that the pen can reliably image at least one tag even on a single click on the page. It is 
important that the pen recognize the page ID and position on every interaction with the page, 
since the interaction is stateless," column 8, lines 56-62); conforming, at the information 
apparatus, at least part of the content into an output data, using at least in part the said received 
attribute, the output data being at least partly device independent of the selected wireless output 
device and comprising at least one digital file encoded with a digital format ( "The pen is wireless 
and transmits digital ink to the netpage printer via a short-range radio link. The transmitted 
digital ink is encrypted for privacy and security and packetized for efficient transmission, but is 
always flushed on a pen-up event to ensure timely handling in the printer. " column 18, lines 13- 
17); and transferring the output data over the wireless connection to the selected wireless output 
device for rendering {"The pen is wireless and transmits digital ink to the netpage printer via a 
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short-range radio link. The transmitted digital ink is encrypted for privacy and security and 
packetized for efficient transmission, but is always flushed on a pen-up event to ensure timely 
handling in the printer " column 1 8, lines 13-17). 

Silverbrook '039 does not expressly disclose selecting a wireless output device found in 
the search based at least in part on the received attributes, the output device being at least one of 
a printing device, an audio device and a display device; and establishing a wireless connection 
with the selected wireless output device. 

Mclntyre '821 discloses selecting a wireless output device found in the search based at 
least in part on the received attributes, the output device being at least one of a printing device, 
an audio device and a display device (''This object is achieved by a method of analyzing an 
image provided by a user to determine the likelihood of user interest in materials related to 
products of third parties and sending such materials for display or printing for the user.., and c) 
selecting one or more items of product materials based on their likelihood of interest to the user 
and sending them to the user for display or printing. " column 2, lines 18-41). See also ("// 
should also be noted that the present invention implemented in a combination of software and/or 
hardware is not limited to devices, which are physically connected and/or located within the 
same physical location. One or more of the devices illustrated in FIG. 3 may be located remotely 
and may be connected via a wireless connection. " column 7, lines 57-62); establishing a wireless 
connection with the selected wireless output device ("It should also be noted that the present 
invention implemented in a combination of software and/or hardware is not limited to devices, 
which are physically connected and/or located within the same physical location. One or more of 
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the devices illustrated in FIG, 3 may be located remotely and may be connected via a wireless 
connection, column 7, lines 57-62); 

Silverbrook '039 and Mclntyre '821 are combinable because they are from same field of 
endeavor of network systems ("F/G. 2A is a block diagram showing communications network of 
connected computers suitable for practicing the present invention,.. " Mclntyre '821 at column 
2, lines 61-63). 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify the network system as taught by Silverbrook '039 by adding selecting a 
wireless output device found in the search based at least in part on the received attributes, the 
output device being at least one of a printing device, an audio device and a display device; and 
establishing a wireless connection with the selected wireless output device as taught by Mclntyre 
'821. 

The motivation for doing so would have been because it advantageous to provide an 
advertiser or other purveyor of information with the opportunity to automatically make 
intelligent directed advertising decisions by analyzing the image content of consumer digital 
images {"It is an advantage of the present invention that it provides an advertiser or other 
purveyor of information with the opportunity to. automatically make intelligent directed 
advertising decisions by analyzing the image content of consumer digital images. Mclntyre 
'821 at column 5, lines 1-2). 

Therefore, it would have been obvious to combine Silverbrook '039 with Mclntyre '821 
to obtain the invention as specified in claim 1 . 
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Regarding claim 30; Silverbrook '039 discloses after the selecting step: obtaining a 
security key at the information apparatus ("The pen is wireless and transmits digital ink to the 
netpage printer via a short-range radio link The transmitted digital ink is encrypted for privacy 
and security and packetized for efficient transmission, but is always flushed on a pen-up event to 
ensure timely handling in the printer, " column 18, lines 13-17); sending the security key to the 
selected output device over the wireless communication channel for authentication 
{''Cryptography is used to protect sensitive information, both in storage and in transit, and to 
authenticate parties to a transaction. There are two classes of cryptography in widespread use: 
secret-key cryptography and public-key cryptography. The netpage network uses both classes of 
cryptography. " column 30, lines 48-53); receiving over the wireless communication channel at 
least an indication related to a successful security key authentication {'\,.when reference is made 
to the secure transmission of information between a netpage printer and a server, what actually 
happens is that the printer obtains the server's certificate, authenticates it with reference to the 
certificate authority, uses the public key-exchange key in the certificate to exchange a secret 
session key with the server, and then uses the secret session key to encrypt the message data, A 
session key, by definition, can have an arbitrarily short lifetime, " column 31, lines 32-40); and 
utilizing the authenticated security key to establish secure v^reless access to the selected wireless 
output device {''Once the application has distributed all of the document structures to the 
subscribers* selected printers via the relevant page servers, it multicasts the various subsets of 
the shared objects on the previously selected multicast channels. Both page servers and printers 
monitor the appropriate multicast channels and receive their required content objects. They are 
then able to populate the previously pointcast document structures. This allows the page servers 
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to add complete documents to their databases, and it allows the printers to print the documents, " 
column 36, lines 16-24). 

Regarding claim 31; Silverbrook '039 discloses a method of secure wireless transfer of 
digital data from an information apparatus with access to content to a wireless output device by 
short range wireless communication, wherein the information apparatus includes at least one 
wireless communication unit, the method comprising: opening a wireless communication 
channel ("The pen is wireless and communicates with the netpage printer via a short-range 
radio link. Tags are sufficiently small and densely arranged that the pen can reliably image at 
least one tag even on a single click on the page. It is important that the pen recognize the page 
ID and position on every interaction with the page, since the interaction is stateless. " column 8, 
lines 56-62); searching over the wireless communication channel for a wireless device that is 
available for wireless connection (''The pen is wireless and communicates with the netpage 
printer via a short-range radio link Tags are sufficiently small and densely arranged that the 
pen can reliably image at least one tag even on a single click on the page. It is important that the 
pen recognize the page ID and position on every interaction with the page, since the interaction 
is stateless. " column 8, lines 56-62); receiving over the wireless communication channel at least 
an attribute corresponding to each wireless device found in the search, the attribute including one 
or more of a name, a device type, a device address, and an output device profile (''The pen is 
wireless and communicates with the netpage printer via a short-range radio link. Tags are 
sufficiently small and densely arranged that the pen can reliably image at least one tag even on a 
single click on the page. It is important that the pen recognize the page ID and position on every 
interaction with the page, since the interaction is stateless. " column 8, lines 56-62); obtaining a 
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security key relating to the selected wireless output device at the information apparatus {''The 
pen is wireless and transmits digital ink to the netpage printer via a short-range radio link The 
transmitted digital ink is encrypted for privacy and security and packetized for efficient 
transmission, but is always flushed on a pen-up event to ensure timely handling in the printer. " 
column 18, lines 13-17); sending the security key to the selected output device over the wireless 
communication channel for authentication Cryptography is used to protect sensitive 
information, both in storage and in transit, and to authenticate parties to a transaction. There 
are two classes of cryptography in widespread use: secret-key cryptography and public-key 
cryptography The netpage network uses both classes of cryptography, column 30, lines 48-53). 
See also ("The pen is wireless and transmits digital ink to the netpage printer via a short-range 
radio link The transmitted digital ink is encrypted for privacy and security and packetized for 
efficient transmission, but is always flushed on a pen-up event to ensure timely handling in the 
printer. " column 18, lines 13-17); receiving over the wireless communication channel at least an 
indication related to a successful security key authentication ("...when reference is made to the 
secure transmission of information between a netpage printer and a server, what actually 
happens is that the printer obtains the server's certificate, authenticates it with reference to the 
certificate authority, uses the public key-exchange key in the certificate to exchange a secret 
session key with the server, and then uses the secret session key to encrypt the message data, A 
session key, by definition, can have an arbitrarily short lifetime." column 31, lines 32-40); 
Silverbrook '039 discloses conforming, at the information apparatus, at least part of the content 
into an output data, the conforming related at least in part to the received attribute ('The pen is 
wireless and transmits digital ink to the netpage printer via a short-range radio link The 
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transmitted digital ink is encrypted for privacy and security and packetized for efficient 
transmission, but is always flushed on a pen-up event to ensure timely handling in the printer. " 
column 18, lines 13-17); and transferring the output data over the wireless connection to the 
selected wireless output device for rendering {*'The pen is wireless and transmits digital ink to 
the netpage printer via a short-range radio link The transmitted digital ink is encrypted for 
privacy and security and packetized for efficient transmission, but is always flushed on a pen-up 
event to ensure timely handling in the printer/' column 18, lines 13-17); and transferring the 
output data over the secure wireless communication channel to the selected wireless output 
device {''The pen is wireless and transmits digital ink to the netpage printer via a short-range 
radio link The transmitted digital ink is encrypted for privacy and security and packetized for 
efficient transmission, but is always flushed on a pen-up event to ensure timely handling in the 
printer, " column 18, lines 13-17). 

Silverbrook '039 does not expressly disclose selecting a wireless output device found in 
the search based at least in part on the received attributes; establishing a secured wireless 
communication channel with the selected wireless output device. 

Mclntyre '821 discloses selecting a wireless output device found in the search based at 
least in part on the received attributes {"This object is achieved by a method of analyzing an 
image provided by a user to determine the likelihood of user interest in materials related to 
products of third parties and sending such materials for display or printing for the user,,, and c) 
selecting one or more items of product materials based on their likelihood of interest to the user 
and sending them to the user for display or printing. " column 2, lines 18-41). See also {''It 
should also be noted that the present invention implemented in a combination of software and/or 
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hardware is not limited to devices, which are physically connected and/or located within the 
same physical location. One or more of the devices illustrated in FIG. 3 may be located remotely 
and may be connected via a wireless connection, " column 7, lines 57-62); establishing a secured 
wireless communication channel with the selected wireless output device {''It should also be 
noted that the present invention implemented in a combination of software and/or hardware is 
not limited to devices, which are physically connected and/or located within the same physical 
location. One or more of the devices illustrated in FIG. 3 may be located remotely and may be 
connected via a wireless connection. " column 7, lines 57-62). 

Silverbrook '039 and Mclntyre '821 are combinable because they are from same field of 
endeavor of network systems ("F/G. 2 A is a block diagram showing communications network of 
connected computers suitable for practicing the present invention,,, " Mclntyre '821 at column 
2, lines 61-63). 

At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to modify the network system as taught by Silverbrook '039 by adding selecting a 
wireless output device found in the search based at least in part on the received attributes, the. 
output device being at least one of a printing device, an audio device and a display device; and 
establishing a wireless connection with the selected wireless output device as taught by Mclntyre 
'821. 

The motivation for doing so would have been because it advantageous to provide an 
advertiser or other purveyor of information with the opportunity to automatically make 
intelligent directed advertising decisions by analyzing the image content of consumer digital 
images ('7r is an advantage of the present invention that it provides an advertiser or other 
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purveyor of information with the opportunity to automatically make intelligent directed 
advertising decisions by analyzing the image content of consumer digital images, " Mclntyre 
'821 at column 5, lines 1-2). 

Therefore, it would have been obvious to combine Silverbrook '039 with Mclntyre '821 
to obtain the invention as specified in claim 31. 

Regarding claim 32; Silverbrook '039 discloses where the said security key 
compromises at least one of a user name, password, ID number, signatures, security keys 
(physical or digital), biometrics, fingerprints, and a voice {''Public-key cryptography can be used 
to create a digital signature. The holder of the private key can create a known hash of a message 
' and then encrypt the hash using the private key. Anyone can then verify that the encrypted hash 
constitutes the signature" of the holder of the private key with respect to that particular 
message by decrypting the encrypted hash using the public key and verifying the hash against the 
message. If the signature is appended to the message, then the recipient of the message can 
verify both that the message is genuine and that it has not been altered in transit, " column 31, 
lines 4-14). 

Regarding claim 33; Silverbrook '039 discloses where the step of obtaining the said 
security key comprises inputting by the user or retrieving a key that was previously stored in the 
information apparatus {'\.,when reference is made to the secure transmission of information 
between a netpage printer and a server, what actually happens is that the printer obtains the 
server's certificate, authenticates it with reference to the certificate authority, uses the public 
key-exchange key in the certificate to exchange a secret session key with the server, and then 
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uses the secret session key to encrypt the message data, A session key, by definition, can have an 
arbitrarily short lifetime, " column 31, lines 32-40). 

Regarding claim 34; Silverbrook '039 discloses receiving at the information apparatus 
and over the wireless communication channel established with the wireless output device a 
security key for authentication {'\.,when reference is made to the secure transmission of 
information between a netpage printer and a server, what actually happens is that the printer 
obtains the server's certificate, authenticates it with reference to the certificate authority, uses 
the public key-exchange key in the certificate to exchange a secret session key with the server, 
and then uses the secret session key to encrypt the message data, A session key, by definition, can 
have an arbitrarily short lifetime, " column 31, lines 32-40); comparing the received security key 
with an access control list stored in the information apparatus C„,when reference is made to the 
secure transmission of information between a netpage printer and a server, what actually 
happens is that the printer obtains the server's certificate, authenticates it with reference to the 
certificate authority, uses the public key-exchange key in the certificate to exchange a secret 
session key with the server, and then uses the secret session key to encrypt the message data, A 
session key, by definition, can have an arbitrarily short lifetime, " column 31, lines 32-40). See 
also (''Each netpage printer is assigned a pair of unique identifiers at time of manufacture which 
are stored in read-only memory in the printer and in the netpage registration server database. 
The first ID 62 is public and uniquely identifies the printer on the netpage network The second 
ID is secret and is used when the printer is first registered on the network When the printer 
connects to the netpage network for the first time after installation, it creates a signature 
public/private key pair. It transmits the secret ID and the public key securely to the netpage 
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registration server. The server compares the secret ID against the printer's secret ID recorded in 
its database, and accepts the registration if the IDs match. It then creates and signs a certificate 
containing the printer's public ID and public signature key, and stores the certificate in the 
registration database." column 31, lines 43-56); and if the step of comparing the received 
security key is successful, granting the wireless output device a secured wireless communication 
channel access to the information apparatus, thereby enabHng a two way authentication and 
verification for a secured bi-directional wireless communication ('\,.when reference is made to 
the secure transmission of information between a netpage printer and a server, what actually 
happens is that the printer obtains the server's certificate, authenticates it with reference to the 
certificate authority, uses the public key-exchange key in the certificate to exchange a secret 
session key with the server, and then uses the secret session key to encrypt the message data, A 
session key, by definition, can have an arbitrarily short lifetime. " column 31, lines 32-40), See 
also (*The server compares the secret ID against the printer's secret ID recorded in its database, 
and accepts the registration if the IDs match. It then creates and signs a certificate containing 
the printer's public ID and public signature key, and stores the certificate in the registration 
database. " column 3 1 , lines 51-56); 

Regarding claim 35; Silverbrook '039 discloses receiving at the information apparatus 
and over the wireless communication channel established with the wireless output device a 
security key for authentication {''...when reference is made to the secure transmission of 
information between a netpage printer and a server, what actually happens is that the printer 
obtains the server's certificate, authenticates it with reference to the certificate authority, uses 
the public key-exchange key in the certificate to exchange a secret session key with the server. 
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and then uses the secret session key to encrypt the message data, A session key, by definition, can 
have an arbitrarily short lifetime. " column 31, lines 32-40); comparing the received security key 
with the security key in the information apparatus input by the user or previously stored in the 
information apparatus (*\„when reference is made to the secure transmission of information 
between a netpage printer and a server, what actually happens is that the printer obtains the 
server's certificate, authenticates it with reference to the certificate authority, uses the public 
key-exchange key in the certificate to exchange a secret session key with the server, and then 
uses the secret session key to encrypt the message data, A session key, by definition, can have an 
arbitrarily short lifetime. column 31, lines 32-40). See also {"Each netpage printer is assigned 
a pair of unique identifiers at time of manufacture which are stored in read-only memory in the 
printer and in the netpage registration server database. The first ID 62 is public and uniquely 
identifies the printer on the netpage network. The second ID is secret and is used when the 
printer is first registered on the network. When the printer connects to the netpage network for 
the first time after installation, it creates a signature public/private key pair. It transmits the 
secret ID and the public key securely to the netpage registration server. The server compares the 
secret ID against the printer's secret ID recorded in its database, and accepts the registration if 
the IDs match It then creates and signs a certificate containing the printer's public ID and 
public signature key, and stores the certificate in the registration database. " column 3 1 , lines 
43-56); if the step of comparing the received security key with the security key in the 
information apparatus is successful, granting the wireless output device a secured wireless 
communication channel access to the information apparatus, thereby enabling a two way 
authentication and verification for a secured bi-directional wireless {'\,.when reference is made 
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to the secure transmission of information between a netpage printer and a server, what actually 
happens is that the printer obtains the server's certificate, authenticates it with reference to the 
certificate authority, uses the public key-exchange key in the certificate to exchange a secret 
session key with the server, and then uses the secret session key to encrypt the message data. A 
session key, by definition, can have an arbitrarily short lifetime, " column 31, lines 32-40). See 
also ( ''The server compares the secret ID against the printer's secret ID recorded in its database, 
and accepts the registration if the IDs match. It then creates and signs a certificate containing 
the printer's public ID and public signature key, and stores the certificate in the registration 
database. column 3 1 , lines 51-56). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marcus T. Riley whose telephone number is 571-270-1581. The 
examiner can normally be reached on Monday - Friday, 7:30-5:00, est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler L. Haskins can be reached on 571-272-7406. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Marcus T. Riley — 
Assistant Examiner 
Art Unit 2625 





